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- The MAILING DATE of this communication appears n th cover she t with the correspondence address - 



MONTH(S) FROM 



Period for R ply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE THREE 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C, § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1) D^esponsive to communication(s) filed on 

2a) □ This action is FINAL. 2b) B This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quafl&35 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)B Claim(s) 1-40 



is/are pending in the applica 



4a) Of the above, claim(s) 
5)D Claim(s) 



6) B Claim(s) 1-40 

7) U Claim(s) 

8) D Claims 



is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 



is/are objected to by the Examiner. 
is; aP approved b)Ddisapproved. 



11) D The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner- 
Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

*See the attached detailed Office action for a list of the certified copies not received. 

14) □ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) |X) Notice of References Cited (PTO-892) 

16) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) O information Disclosure Statement(s) (PTO-1449) Paper No(s). 



18) CD Interview Summary (PTO-413) Paper No(s). 

19) O Notice of Informal Patent Application (PTO-152) 

20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Offic Action Summary 



Part of Paper No. 4 
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Art Unit: 1651 

L Claims 1-40 are present in the instant application. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims>^^rocess) 5 13, 14, 17, *9, 20, 21, 22, 33 and 40 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Derwent Abstract 1995-228634 further in view of Patent JP07138180 or Ramsewak et al 
1999:38735. 

Derwent abstract teaches the preparation of extracts of Murraya koenigii which process 
includes the extraction and lyophization (freeze drying) and it is presumed to be within the scope 
of the recited process of ambient temperature which processes includes in Example 6 of the 
patent, Murraya koenigii. 

Ramsewak et al teaches extracts of Murraya koenigii which have antioxidant activity that 
is within the scope of product composition claim 22. 

Claim 14 includes M. Koinegii. 
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3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

The description requirement of the patent statute requires a description of an 
invention, not an indication of a result that one might achieve if one made that invention. See In re 
Wilder, 736 F.2d 1516, 1521, 222 USPQ 369, 372- 73 (Fed. Cir. 1984) Accordingly, naming a 
type of material generally known to exist, in the absence of knowledge as to what that material 
consists of. that is the "extract" and the expression "pharmaceutical acceptable additive" are not a 
description of that material. 

Thus, Claims 13-40 are rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
The expression "extracts of and "pharmaceutical acceptable additive". 

The enablement as well as the written description of the instant specification lack support for the 
claimed ingredients .The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 
The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 
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The specification lacks adequate written description for the claimed inventions in view of the 
following points in accordance with the written description requirements of 35 U.S.C. 1 12: 
The description must clearly allow persons of ordinary skill in the art to recognize what is 
claimed. Thus, an applicant must comply with the written description requirement "by describing 
the invention, with all its claimed limitations, not that which makes it obvious," and by using "such 
descriptive means as words, structures, figures, diagrams, formulas, etc., that set forth the claimed 
invention." Lockwood, 107 F.3d at 1572, 41 USPQ2d at 1966. Thus both the expressions as 
"extracts of plants" and "pharmaceutical acceptable additives" fail to meet the requirements. 

An adequate written description of the ingredients requires more than a mere statement that it is 
part of the invention and reference to a potential method for isolating it. 



4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 3, 6, 12, 14, 18, 24, 28, 30, 32, 36, 39 rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
The expressions: 



i> 


Claim 3 "by conventional methods" 


ii> 


Claim 6 " 


preferably" and "by conventional methods" 


iii> 


Claim 12 


"preferably". 


iv> 


Claim 14 


"or extracts of plants selected..." . 


v> 


Claim 1 8 


"are preferably". 


vi> 


Claim 24 


"other conventional additives". 
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vii > Claim 28, the improper expression "are selected from"— acceptable is — is 



selected from the group consisting of . . . 



viii > Claim 30 "are preferably present". 

ix > Claim 32 containing "or extracts" if deleted would overcome the rejection. 



x > Claim 34 "associated with pharmaceutically acceptable additives. 



>5 



xi > Claim 3 6 "are preferably". 

xii > Claim 39 "use of . 

The above are rejected in view of the following: 

A broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. Note the explanation given by the 
Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad 
language is followed by "such as" and then narrow language. The Board 
stated that this can render a claim indefinite by raising a question or doubt 
as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) 
a required feature of the claims. Note also, for example, the decisions of 
Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 
USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd App 
1949). 

These decisions are directly related to the term "preferably". 
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For Claim 39 

which provides for the use of, but, since the claim does not set forth any steps 
involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 
Claim 39 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim 
under 35 U.S.C. 101. See for example Exparte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd v. Brenner, 255 F. Supp. 131, 149 USPQ 475 
(D.D.C. 1966). 



The expression "by conventional means" is vague and indefinite in scope. 
5. No claim is allowed. 



6 - The lengthy specification has not been checked to the extent necessary to 

determine the presence of all possible minor errors. Applicant's cooperation is requested in 
correcting any errors of which applicant may become aware in the specification. 



7 Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Examiner Lilling whose telephone number is (703) 308-2034 and fax 
number (Art Unit 1651) is (703)308-4242 or SPE Michael Wityshyn whose telephone number is 
(703) 308-4743. Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 308-0196. 

H.J.Lilling: HJL 
(703) 308-2034 
Art Unit 1651 
September 17, 2001 



